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EXAMINER'S ANSWER 



This is in response to the appeal 'brief filed December 20, 2005 appealing from the 
Office action mailed June 23, 2005. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in tlie brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

WO 99/14121 Pannekeet 3-1999 

6,658,818 Kurthetal. 12-2003 
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5,823,683 Antonacci et al. , 10-1998 

(9) Grounds of Rejection 

Tlie following ground(s) of rejection are applicable to the appealed claims: 
1. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pannekeet (WO 99/14121 ) in view of Kurth et al. (6.658.818). 

Pannekeet discloses a method comprising: netting material 4 of bags 27 to be 
formed is connected to at least two foil strips 12, 16 which are each provided with a 
printing pattern in a longitudinal direction of the foil strip (page 2, lines 16-17). 

Pannekeet discloses the claimed invention, but does not disclose that the foil 
strips are supplied in a coupled manner from one foil stock. 

Kurth discloses a method in which an endless stock material web is divided into a 
plurality of individual webs of equal width providing a means to economically 
manufacturing the tubular bag (column 1, lines 18-20). Therefore, it would have been 
obvious to one having ordinary skill in the art, at the time applicant's invention was 
made, to have modified Pannekeet method by incorporating the method of slitting a web 
sheet of packing material into a plurality of strips of equal width for economically 
manufacturing tubular bags. 

Regarding the printing pattern repeating in a longitudinal direction of the foil strip, 
the examiner maintains that Pannekeet (page 2, lines 16-17) teaches a general 
conditions, that is printing can be done on the foil strips. To print any particular images 
in any particular patterns or variation thereof is within, the skill of one in the art. and it is 
the matter of obvious design choice. 
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2. Claims 2-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pannekeet (WO 99/14121) in view of Kurth et al. (6,658,818) and further in view of 
Antonacci et al. (5,823.683). 

As discussed above in paragraph 1, the modified Pannekeet discloses the 
claimed invention, but does not expressly disclose that a single strip of foil with at least 
two repeating printing patterns with concurrent repeats provided next to one another. 

Antonacci discloses a method comprising a single strip of printable material with 
at least two repeating printing patterns with concurrent repeats provided next to one 
another. Antonacci method provides a tubular bag with an attractive labeling band. 
Therefore, it would have been obvious to one having ordinary skill in the art, at the time 
applicant's invention was made, to have modified Pannekeet method by incorporating 
the method of printing multiple images next to one' another on the strip material to 
provide an attractive printing images on the tubular bag. 

The modified Pannekeet further discloses: 

the single strip is obtained from a stock roll 1 1 (abstract's figure); 

the stock roll is unwound by foil webs moving" along with the netting material 4 
(abstract's figure); 

at least one of the sub-strips is connected in flat condition to a flat strip of the 
netting material 4 (figure 2); 

at least one of the sub-strips is connected to a' flat strip of the netting material in 
an overiapping manner across only a part of its width (figure 3). 
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(10) Response to Argument 

In response to the Appellant's argument that: 

"The rejection of claim 1 under 35 USC §1 03(a) is improper because the prior art relied 
upon by the examiner fails to teach or suggest all claim 1 limitations" (page 7), 

the examiner respectfully disagrees. 

As discussed above in paragraph 1, Pannekeet modified by Kurth disclose the 
claimed invention, among others, two foil strips that can be printed on both sides 
(Pannekeet - page 2, lines 16-17) and to print in any particular pattern is an obvious 
design choice, and the foil strip are supplied in a coupled manner from one foil stock 
(modified by Kurth). 

In response to the Appellant's argument that: 

"Kurth only teaches one of many possible ways to^prepare and provide a bag. The 
examiner admits that Pannekeet does not suggest the final element of claim 1. Since 
Kurth is entirely silent with respect to the claim 1 element of two foil strips and thus does 
not teach or suggest the final claim limitations of claim 1, a prima facie case of 
obviousness has not been made with respect to claim 1" (page 8), 

the examiner respectfully disagrees, 

Kurth reference is relied upon for the teaching Jhat it is old and well known in the 
art to dividing an endless web of packing material into a pluralitv of individual webs of 
eoual width (emphasis added) (Kurth - column 1 , lines 9-1 1 ). 

In response to the Appellant's argument that: 

"The rejection of claim 1 under 35 USC §1 03(a) is improper because the prior art relied 
upon by the examiner contains no motivation to combine." (page 8), and 

7n summary, there is no motivation to combine contained in either applied reference, 
nor has the Examiner identified a motivation within the knowledge generally available to 
those skilled in the art. This lack of any motivation to combine is emphasized by two 
points. First, Kurth teaches the slitting of packaging material strips solely for tubular bag 
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formation. One skilled in the art might be motivated to provide the net bags of the 
present invention from slit material. Second, the Pannekeet reference teaches away 
from the provision of, "at least two foil strips which are each provided with a printing 
pattern repeating in a longitudinal direction of the foil strip, characterized in that the foil 
strips are supplied in a coupled manner from one foil stock."" (emphasis added) (page 
11). 

the examiner respectfully disagrees. 

The examiner recognizes that references cannot be arbitrarily combined and that 
there must be some reason why one skilled in the art would be motivated to make the 
proposed combination of primary and secondary references. In re Nomiya, 184 USPQ 
601 (CCPA 1915). However, there is no requirement that a motivation to make the 
modification be expressly articulated. The test for combining references is what the 
combination of disclosures take as a whole would suggest to one of ordinary skill in the 
art. In re McLaughlin, 110 USPQ 209 (CCVA 1 971 ). References are evaluated by what 
they suggest to one versed in the art, rather than by their specific disclosures. In re 
Bozek, 1 63 USPQ 545 (CCPA. 1 969). 

In this case, Pannekeet's disclosure already suggests using two foil strips in 
making the bag, but the two foil strips come from two rolls Instead of one roll as recited 
by claim 1 of the present invention, and Kurth suggests that "for economically 
noanufacturing tubular bags, it is known to slit a sheet of packing material Into a plurality 
of strips of equal width, advancing the individual strips to a variety of shaping and filing 
pipes arranged in parallel with respect to one another, through suitable molding or 
shaping elements ." (emphasis added) (column 1, lines 18-22). Therefore, it would have 
been an obvious choice to combine the teaching in order to improve the process of 
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manufacturing the bag pacl<ages by reducing the manufacturing cost as suggested by 

Kurth (column 1 , lines 18-20). 

In response to the Appellant's argument that: 

"The rejection of claims 2-6 under 35 USC,§1 03(a) is improper the examiner has failed 
to demonstrate the essential elements needed to support a Prima Facie rejection of 
claims 2-6", (page 11) and 

"Contrary to the Examiner's assertion, the print band of Antonacci, as shown in Figs. 1 
and 9, has an entirely different configuration. It appears from Fig. 1 that the printed band 
of Antonacci features two distinct images of fruit. In addition, these two distinct images 
alternate down the length of the printed strip. Thus, Antonacci does not teach or 
suggest a printed pattern repeating longitudinally as claimed and as defined in 
Applicant's specification and figures. Furthermore, Aotonacci does not teach or suggest 
providing concurrent repeats next to one another (side by side) as is shown in FIG. 5. 
The Antonacci band provides no suggestion or teaching dealing with the mismatch of 
front and back images as addressed in detail above. Thus, the Examiner's 35 (JSC j 
103(a) rejection of claims 2 is inappropriate" (page12). 

the examiner respectfully disagrees for the following reasons: 

Firstly, the Appellant misinterprets the principle that claims are interpreted in the 
light of the specification. Although these elements, the side bv side printing patterns are 
found as examples or embodiments in the specification, they were not claimed explicitly. 
Nor were the words that are used in the claims defined in the specification to require 
these limitations. A reading of the specification provides no evidence to indicate that 
these limitations must be imported into the claims to give meaning to disputed terms. 
Constant v. Advanced Micro-Devices, Inc., 7 USPQ2d 1064, 

Secondly, the examiner maintains that Antonacci teaches and suggests a printed 
pattern repeating longitudinally (Figure 1 of Antonacci). Although Antonacci does not 
expressly disclose the printing image as shown in FIG. 5 of the Applicant's present 
claimed invention, the examiner contention is that Antonacci teaches a general 
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conditions, printed pattern repeating lonQitudinallv . to print in any other pattern or in any 
variation thereof Is within the skill of one in the art, and it Is the matter of obvious design 
choice. 

(11) Related Proceed jng(s) Appendix 

No decision rendered by a court or the Board Is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 



For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 



tkt 

February 18, 2006. 





